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after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
eamed patent term adjustment. See 37 CFR 1 .704(b). 

Status 

I )M Responsive to cx}mmunication(s) filed on 31 May 2000 . 

2a)n This action is FINAL. 2b)l3 This action is non-final. 

3) 0 Since this application is in condition for allowance except for fomial matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-17 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 1-17 is/are rejected. 

Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: b)\3 accepted or b)n objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con-ection is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomn PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim forforeign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 


Attachment(s) 

1) 13 Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 


4) D Interview Summary (PTO-4 13) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 


U.S. Patent and Tfademarit Office 
PTOL-326 (Rev. 1-04) 


Office Action Summary 


Part of Paper No./Mail Date 2 



Application/Control Number: 09/584,805 
Art Unit: 2611 


Page 2 


DETAILED ACTION 


Claim Rejections - 35 USC § 103 


The foUowing is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 . Claims 1- are rejected under 35 U.S.C. 103(a) as being unpatentable over Kitsukawa et al 

in further view of Shoff et al. 

Regarding Claim 1, Kitsukawa shows a method of providing advertising to a 

subscriber through a set top communications box connected to a television (col. 2 lines 

18-61, fig. 2 item 39), the method comprising transmitting icons and associated 

advertising information to the set top communications box (col 6 lines 40-64), displaying 

an icon on the television screen over a television program (col 7 lines 10-20, col 8 hnes 

18-36), detecting an input signal indicating the icon has been selected with the set top box 

(col 7 lines 20-40), retrieving the advertising information associated with the icon, and 

displaying the advertising information on the screen (col 7 lines 20-40). Although 

Kitsukawa suggests that this system could be connected to a computer network (col 4 

lines 55-67), he fails to specifically state that this is a global computer network and that 

icons and advertising information are stored on a server connected to the global computer 

network. Shoff shows a set-top communications box connected to a global computer 

network. This global communications network stores advertising information and related 

information on a server (page 2 sections 0015, 0029, page 3 sections 003 1, 0035, page 4 
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sections 0047-0048). It would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify the system of Kitsukawa with the ability to 
connect to a global computer network so that the system would have access to a wide 
variety of data that could be displayed on the user's screen. 

Regarding Claim 2, Kitsukawa shows that the advertising information is 
displayed in a distinct frame on the screen (col. 7 lines 20-40), 

Regarding Claim 3, Kitsukawa shows superimposing an icon over a television 
program (col 7 lines 10-21, col. 8 lines 15-50). 

Regarding Claim 4, Kitsukawa shows that if a user does not input a response to 
one icon, a second icon for another item is shown after a period of inactivity (col. 7 lines 
40-60), 

Regarding Claim 5, Kitsukawa fails to specifically state the length of time that 
elapse between the display of a first icon and the display of a second icon. Official 
Notice is given that it is well known and expected in the art to use a variety of time 
lengths between displaying successive items. This allows enough time for the user to 
select the icon, but not too much time in the event the user is not interested in the current 
icon and is waiting for the next. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the system of 
Kitsukawa and Shoff with the 1 to 5 minute duration so that a user would be provided 
with new icons in a timely manner in the event the user is not interested in the present 
icon. 
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Regarding Claim 6, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting on of 
the icons has been selected, transmitting the advertising information to the set-top box 
(col. 6 Unes 6-17, 40-65, col. 7 Unes 10-52). 

Regarding Claim 7, Shoflf shows a variety of display methods, including 
displaying advertising data in the main portion of the screen in place of television 
program data (page 6 sections 0068, 0069, 0076, page 7 sections 0077, 0078, fig. 8c). 

Regarding Claim 8, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting on of 
the icons has been selected, transmitting the advertising information to the set-top box 
(col. 6 lines 6-17, 40-65, col. 7 lines 10-52). 

Regarding Claim 9, Kitsukawa shows that if a user does not input a response to 
one icon, a second icon for another item is shown after a period of inactivity (col. 7 lines 
40-60). 

Regarding Claim 10, Kitsukawa fails to specifically state the length of time that 
elapse between the display of a first icon and the display of a second icon. Official 
Notice is given that it is well known and expected in the art to use a variety of time 
lengths between displaying successive items. This allows enough time for the user to 
select the icon, but not too much time in the event the user is not interested in the current 
icon and is waiting for the next. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the system of 
Kitsukawa and Shoff with the 1 to 5 minute duration so that a user would be provided 
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with new icons in a timely manner in the event the user is not interested in the present 
icon. 

Regarding Claim 11, Kitsukawa shows superimposing an icon over a television 
program (col. 7 lines 10-21, col. 8 lines 15-50). 

Regarding Claim 12, Kitsukawa shows a method of providing advertising to 
distributed Icoations (col. 2 lines 18-61, fig. 2 item 39), the method comprising 
transmitting icons and associated advertising information to the set top communications 
box (col. 6 lines 40-64), displaying an icon on the television screen over a television 
program (col. 7 lines 10-20, col. 8 lines 18-36), detecting an input signal indicating the 
icon has been selected with the set top box (col. 7 lines 20-40), retrieving the advertising 
information associated with the icon, and displaying the advertising information on the 
screen (col. 7 lines 20-40). Although Kitsukawa suggests that this system could be 
connected to a computer network (col. 4 lines 55-67), he fails to specifically state that 
this is a global computer network and that icons and advertising information are stored on 
a server connected to the global computer network. Shoff shows a set-top 
communications box connected to a global computer network. This global 
communications network stores advertising information and related information on a 
server (page 2 sections 0015, 0029, page 3 sections 0031, 0035, page 4 sections 0047- 
0048). This server head-end provides the set-top communications box with advertising 
information and supplemental information. It would have been obvious to one of 
ordinary skill in the art at the time the invention was made to modify the system of 
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Kitsukawa with the ability to connect to a global computer network so that the system 
would have access to a wide variety of data that could be displayed on the user's screen. 

Regarding Claim 13, Kitsukawa and Shoff both fail to specifically state that the 
communications box has a distinct address. Official Notice is given that it is well known 
and expected in the art to provide electronic equipment in a network a distinct address, 
such as an IP address. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Kitsukawa and Shoff with a unique 
address of the communications box in order for the head-end system to recognize a user 
site. 

Regarding Claim 14, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting on of 
the icons has been selected, transmitting the advertising information to the set-top box 
(col. 6 lines 6-17, 40-65, col. 7 lines 10-52). 

Regarding Claim 1 5, Kitsukawa shows superimposing an icon over a television 
program (col. 7 lines 10-21, col. 8 lines 15-50). 

Regarding Claim 16, Kitsukawa shows transmitting advertising information to the 
memory of the set-top box for display on the user's screen and following detecting on of 
the icons has been selected, transmitting the advertising information to the set-top box 
(col 6 lines 6-17, 40-65, col. 7 lines 10-52). 

Regarding Claim 17, Kitsukawa shows superimposing an icon over a television 
program (col. 7 lines 10-21, col. 8 lines 15-50). 

Conclusion 
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The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

U.S. Patent Application Publication No. 2003/0188309 discloses a simulated PIP window 
in an EPG. 

U.S. Patent Application Publication No. 2003/0208758 discloses a method and system for 
displaying panel advertisements in an electronic program guide. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R Nalevanko whose telephone number is 703-305- 
8093. The examiner can normally be reached on M-F 8-5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrew Faile can be reached on 703-305-4380. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an apphcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or PubHc PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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